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DETAILED ACTION 

This is the first office action on the merits for Application 10/644891. 
Claims 1-7 and 28-34 have been elected and examined. 
Claims 8-27 and 35-54 are drawn to non-elected claims and are withdrawn 
accordingly. 

Election/Restrictions 

1 . Claims 8-27 and 35-54 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b) as being drawn to nonelected inventions, there being no allowable 
generic or linking claim. Election was made without traverse in the telephonic reply of 
4/20/2007. 

Claim Rejections - 35 (JSC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1-2 and 7 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Sanders (2001/0042036). 

4. Re Claims 1-2 and 7, Sanders discloses a "method and system for investing in 
customizable investment products," comprising: 
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• [Claim 1] determining an amount of a desired portfolio of assets/rights/liabilities 
that must be purchased on margin so that a riskiness characteristic of a resulting 
portfolio matches a user specified riskiness characteristic; and (see at least 
Figure 1 , from at least "select terms" through at least "best price offer" in at least 
CybicBulls/Bears embodiment) 

• purchasing the determined amount of the desired portfolio of 
assets/rights/liabilities on margin, (see at least Figure 1, "Order is executed") 

• [Claim 2] selecting by a user a riskiness characteristic of a desired portfolio of 
assets/rights/liabilities, (see at least Paragraph 53) 

• [Claim 7] providing a predetermined portfolio of assets, rights or liabilities; (see at 
least Paragraph 53) 

• receiving a user specified riskiness characteristic and a user's investment funds; 
(see at least Paragraph 53) 

• determining an amount of the predetermined portfolio of assets, rights or 
liabilities that must be purchased on margin so that a resulting riskiness 
characteristic of a resulting portfolio matches the user specified riskiness 
characteristic; and (see at least Figure 1, from at least "select terms" through at 
least "best price offer" in at least CybicBulls/Bears embodiment) 

• purchasing the determined amount of the predetermined portfolio of assets, 
rights or liabilities on margin along with an amount of the predetermined portfolio 
of assets, rights or liabilities purchased with the user's investment funds, (see at 
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least Figure 1 , "Order is executed" and accompanying explanation in 
specification, Paragraphs 53-55) 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 3 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over . 
Sanders ('036) in view of Horner et al. (2003/0009409). 

7. Re Claims 3 and 6, Sanders discloses all of the limitations of parent claim 2, 
supra. Sanders further discloses where [Claim 6] the user interacts by entering a 
numerical value (see at least Figure 5, "customer picks a leverage factor between 5 and 
20"). Sanders does not specifically disclose [Claim 3] interacting with a graphical user 
interface. However, Horner discloses "systems and methods for providing risk/return 
measures for securities lending programs" which includes interaction with a GUI (see at 
least Figures 4-7). Since both Sanders and Horner relate to risk tolerance calculation, it 
would therefore be obvious to one of ordinary skill in the art at the time of invention to 
incorporate the GUI of Horner into the method and system of Sanders in order to 
provide improved usability. 

8. Claims 28-30 and 33-34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sanders ('036) in view of Horner et al. ('409). 
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9. Re Claims 28-30 and 33-34, Sanders discloses all of the limitations in the 
corresponding method claims 1-2 and 7, supra. Sanders further discloses where [Claim 
33] the user interacts by entering a numerical value (see at least Figure 5, "customer 
picks a leverage factor between 5 and 20"). Sanders does not specifically disclose 
[Claim 28] a computer including a display and a user interface, [Claim 30] interacting 
with a graphical user interface, and [Claim 34] a processor. However, Horner discloses 
"systems and methods for providing risk/return measures for securities lending 
programs" which include a PC (see at least Paragraph 49) and interaction with a GUI 
(see at least Figures 4-7). Since both Sanders and Horner relate to risk tolerance 
calculation, it would therefore be obvious to one of ordinary skill in the art at the time of 
invention to incorporate the GUI of Horner into the method and system of Sanders in 
order to provide improved usability. 

10. Claim 4 and 31 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sanders ('036) in view of Horner ('409) as applied to claims 3 and 30 above, and further 
in view of Nolan (5,754,873). 

1 1 . Sanders in view of Horner does not specifically disclose a slider bar. However, 
Nolan discloses a graphical user interface for scaling a block of text which "scaling 
preference can be selected using a graphical control, such as a slider bar or dial" (see 
Column 9, Lines 58-67). Since both Sanders in view of Horner and Nolan relate to 
graphical user interfaces, it would therefore be obvious to one of ordinary skill in the art 
at the time of invention to incorporate the slider bar interface element of Nolan into the 
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investment system and method of Sanders in view of Horner in order to provide 
improved usability. 

12. Claim 5 and 32 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sanders ('036) in view of Horner ('409) as applied to claims 3 and 30 above, and further 
in view of Marks et al. (2001/0053944). 

1 3. Sanders in view of Horner does not specifically disclose an arrow on a dial. 
However, Marks discloses a graphical user interface for navigating internet audio which 
includes dials with arrows on them (see at least Figure 1). Since both Sanders in view 
of Horner and Marks relate to graphical user interfaces, it would therefore be obvious to 
one of ordinary skill in the art at the time of invention to incorporate the dials with arrows 
interface elements of Marks into the investment system and method of Sanders in view 
of Horner in order to provide improved usability. 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Shepherd (5,970,479) discloses "methods and apparatus relating to the 
formulation and trading of risk management contracts." 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew Osborne whose telephone number is 571-272- 
7325. The examiner can normally be reached on Monday - Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 571-272-6712. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Matthew Osborne 

Examiner 
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